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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 06 June 2005 , 
2b)\3 This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) li6 is/are pending in the application. 

4a) Of the above claim(s) 4^6 is/are withdrawn from consideration. 

5) 0 Claim(s) Is/are allowed. 

Q)M Claim(s) 1-3 is/are rejected. 

Clalm(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 08 September 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) n Interview Summary {PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 


U.S. Patent and Trademark Office 
PTOL^26 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 20050614 
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DETAILED ACTION 

Election/Restrictions 
' 1 . Applicant's election with traverse of claims 1-3 in the reply filed on 6/6/05 is 
acknowledged. The traversal is on the ground(s) that (1) Apphcants argue the 2 inventions are 
linked by "their very terms", (2) there is "simply no way" to "thoroughly" search the method 
without searching kit art (3) the specification cites a method and kit to solve a "real prior art 
problem" (4) the claims include "a community of properties... not repugnant" to classification 
and continues on to describe the invention (5) asserts restriction puts form over substance 
utilizing an "arcane classification procedure" for filing paper patents into shoes, and (6) the need 
for Applicants to pay multiple fees for multiple inventions causes undue burden on Applicants. 
This is not found persuasive because (1) hnkage regarding verbiage fails to prove the inventions 
are not separate and distinct; the Examiner properly proved in the past Office Action, and 
Applicants failed to overcome, the reasons as to why Groups I and II are separate and distinct in 
accordance with USPTO practice. (2) Applicants* inference connected with tellmg the Primary 
Examiner where to search is not persuasive, given his extensive experience in searching. (3) the 
content of the Specification relative to restriction beyond reading claims in light of the 
specification is irrelevant, as is its purported solution of a "real prior art problem". (4) the 
Examiner does not understand the relevance of this argimient to Restriction issues. (5) this 
argument respectfully lacks understanding of the Classification system and the effects of 
classification on searching. Classification was used to classify paper patents, but the Office also 
recognizes it is indispensable to allow assignment of an application to the proper Examiner, 
which permits a complete, thorough, and expert search by an Examiner knowledgeable in a 
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specific art area who knows where to search and not to search for a given invention . 
Classification is "hardly "arcane" and computerization has simply proved the value of 
classification because text searching alone fails to identify the best prior art. (6) The Examiner is 
sympathetic to this argument, but the fees and practices of the USPTO are available to the public, 
and the Examiner has no influence over the rules and practices other than the requirement to 
abide by, and enforce, PTO rules and practices. 

The Examiner adds Applicants fail to recognize that issues of examination and considerations 
of patentability arising from the examination of additional unfamiliar and diverse art areas by 
examining add ional and unrelated inventions, beyond the additional search, would pose an 
undue burden on the Examiner and potentially compromise the quality of the end product. 

The requirement is still deemed proper and is therefore made FINAL. 

Oath/Declaration 

2. Page 2 of the Declaration (2/12/04) indicates priority is NOT claimed for prov. 
60/408573. Clarification, explanation, or changes are required . 
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This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obUgation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The title is too generic. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which appHcant regards as the 
invention. 

- Claim 1 is vague and indefinite because the relative term "sparingly" on line 6 does not 
clearly define the intend application of graining coat, it is not defined by the 
specification, nor apparent to the skilled artisan because "sparingly" encompasses a broad 
range of subjective meanings, and is therefore unclear and ambiguous. 
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Claim Rejections - 35 USC§102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the Ltoited States. 


Claim Rejections - 35 USC§103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertams. Patentability shall not be negatived by the 
manner in which the invention was made. 


. 8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claim 1 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Pittman et al US 5534352, 

Pittman teaches composite panels with embossed textured surfaces to which is applied a 
uniform pigmented water-based base/ground coating; followed by drying; followed by spraying 
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an aqueous pigmented "buffing coat" (same as "graining coat" since it provides similar/ same 
end- function) which is then oven dried; and buffing the surface to redistribute the coat from flat 
or profiled areas while leaving the coat IN the textured recesses. Column 3, 20 col. 4, 62. The 
product is a natural appearing wood-grain finish on the textured surface. The time between end 
of appKcation of the buffing coat and insertion into an oven would provide at least some minute 
amount of water evaporation/ drying which is all that is required by the claim, and therefore the 
instance would anticipate claim 1 . 

Altematively, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Pittman by substituting air drying for oven drying because of the 
equivalence of the drying means would have been apparent to, and within the purview of, one of 
ordinary skill in the art, and the e^q^ectation of providing drying, albeit at different rates. The 
conclusion of obvious ness may be made from "common knowledge" and "conmion sense" of 
the person of ordinary skill, In re Bozek 163 USPQ 545. 

10. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pittman et al. 

Pittman is cited for the same reasons previously discussed, which are incorporated herein. Rate 
of spraying is not cited. The rate of spraying per unit area is simply a matter of a desired 
coloration/ graining of an end-product, which would have been optimized by one of ordinary 
skill using routine experimentation, absent a clear and convincing showing of unexpected results/ 
evidence to the contrary. Process conditions do not patentably distinguish over prior art where 
they are merely modifications of an old process capable of being made by one of ordinary skill, 
In re Budde 138 USPQ 71+. It would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to carry out the method of Pittman and optimizing spraying rate by 
routine experimentation to provide a desired coloration for a specific graining coloration of the 
textured surface because spray rate is a convention operating parameter known to the skilled 
practioner. 

1 1 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pittman et al in 
view of Porter US 6201057. 

Pittman is cited for the same reasons previously discussed, which are incorporated herein. A 
urethane/acrylic hybrid grain coat is not cited. 

Porter teaches an aqueous acrylic-(poly)urethane coating material applied to a pigmented 
basecoat on a surface requiring weathering resistance, e.g. doors and entry components. The 
coating nmterial may be clear or modified with materials conventionally known as pigments, e.g. 
titania. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the method of Pittman by substituting the buffing coat with the 
acrylic/(poly)urethane coating of Porter to provide the benefit of weathering resistance to the 
grained, textured surface. 


Any inquiry concerning this communication or earlier communications fi'oni the 
examiner should be directed to Frederick J. Parker whose telephone number is 571/ 272-1426. 
The examiner can normally be reached on Mon-Thur. 6: 15am -3:45pm, and altemate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571/272-1423. The fax phone number for.the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto,gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

PKliMi^^^aminer 
ArtUmt 1762 


